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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 21 January 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) KI Claim(s) 20-22.28-30 and 32 is/are allowed. 

6) ^ Claim(s) 1-19 is/are rejected. 

7) |EI Claim(s) 5-19.23-27.31 and 33 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/642.480 . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 012104 . 6) □ Other: . 
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DETAILED ACTION 

Specification 

1 . The specification is objected. The related applications section of the specification 
contains incomplete continuation information. 



Claim Objections 

2. Claims 5-1 9, 23-27, 31 are objected to under 37 CFR 1 .75(c) as being in 
improper form because a multiple dependent claim can not set its dependency onto 
another multiple dependent claim. See MPEP § 608.01 (n). 

3. Claims 34-36 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claims 34-36 do 
not contain any limitation. 

4. Claim 33 is objected for setting dependency onto an objected claim. 



Application/Control Number: 10/761,520 



Page 3 



Art Unit: 1713 

Double Patenting 



5. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, All F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

6. Claims 1-19 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 1-19 of prior U.S. Patent No. 6,734,241. This is a double patenting 
rejection. 



Allowances 



7. Claims 20-22, 28-30, 32 are allowed. 



8. The following is an examiner's statement of reasons for allowance: 

As of the date of this office action, the examiner has not located or identified any 
reference that can be used singularly or in combination with another reference including 
the closest prior art of Yasumatsu et al. (US 4,426,477) to render the present invention 
anticipated or obvious to one of ordinary skill in the art. 
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The closest prior art Yasumatsu et al. (abstract) discloses a thermoplastic resin 
composition comprising a vinyl chloride resin, and a glycerin ester comprising Ri, R2 
and R 3 groups. However, Yasumatsu et al. are silent on a a glycerin ester compound 
having R 1t R 2 , and R 3 as a branched chain acyl group (a long acyl group) and having a 
saturated chain having 10-20 carbon atoms and a hydrophilic branch group. Therefore, 
it would not be apparent to one of ordinary skill in art to use the composition teachings 
of Yasumatsu et al. to obtain the composition invention of claims 20-22, 28-30, 32. The 
invention of claims 20-22, 28-30, 32 is allowed. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K Cheung whose telephone number is (703) 
305-0392. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (703) 308-2450. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 305-5885 for 
regular communications and (703) 305-5885 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 




William K. Ch 
Patent Examiner 
March 22, 2005 




